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THE MAILING DATE OF THIS COMMUNICATION. 
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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments filed 02/07/05 have been fully considered but they are not 
persuasive. 

The applicant argues that Wilken et al or Casey, do not disclose or suggest that 
part of the overvoltage protection device has a conductive portion and serves as one of 
the terminals. The examiner finds no difference with the claim language and the prior art 
references. If the overvoltage device is connected at the output then there is a direct 
connection between the overvoltage device and the output. Therefore it follows, that the 
device serves as a part of the output terminal. In other words, the output of the 
overvoltage device is the output of the protection circuit. Therefore, it serves as the 
output terminal inherently. The claim language used does not provide distinguishing 
features or novelty between the prior art and the applicant's invention. 

Claim Rejections - 35 USC § 102 

2. The following is. a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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3. Claims 1 and 13 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Wilkenetal (US 6,178,080). 

Wilken et al, figure 11, disclose an overcurrent protection portion (22); an overvoltage 
protection portion (42); and a plurality of terminals (Tip & Ring) for connecting both the 
overvoltage and overcurrent protection portions of the integral circuit protection device to the 
circuit to be protected (equipment), wherein a part of the overvoltage protection portion serves as 
one of the plurality of terminals (col. 7 lines 10-20: i.e. overvoltage protector 42 packaged to 
form an integrated device). 

4. Claims 1-10, 13, 15, 16, 20, 23, 24, 26, and 30 are rejected under 35 U.S.C. 
102(e) as being anticipated by Casey et al (US 6,407,901). 

Claims 1, 3, 4, 9 and 10; disclose an overcurrent protection portion and an overvoltage 
protection portion (40, 41, 60, 80, 74, 94); and a plurality of terminals (Tip & Ring) for 
connecting both the overvoltage and overcurrent protection portions of the integral circuit 
protection device to the circuit to be protected (equipment), wherein a part of the overvoltage 
protection portion serves as one of the plurality of terminals (30 or 32) 

Claims 2, 5 and 8; figures 1 and 2. 

Claims 6 and 7; figure 1, thermally conductive portion 50, 51. 

Claims 13, 15, 16, 23, 24, 26 and 30; figure 15, overcurrent device (60 & 80) between 
first terminal and second terminal, mounting member (figures 11 & 12), overvoltage device (60 
& 80) connected to the second terminal and connected to a third terminal, terminal 30 or 32 
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serves as a part of the overvoltage voltage that is the third terminal. See for example figures 1 
and 2. 

Claim 20; the overcurrent is in series and the overvoltage is in parallel. See figures 1 and 

2. 

Allowable Subject Matter 

5. Claims 11, 12, 14, 17-19, 21, 22, 25, 27-29 and 31-35 are objected to as being 
dependent upon a rejected base claim, but would be allowable if rewritten in 
independent form including all of the limitations of the base claim and any intervening 
claims. 

6. The following is a statement of reasons for the indication of allowable subject 
matter: the reasons for indicating allowable subject matter as the same as stated in the 
previous office action dated 2/13/04. 

Conclusion 

7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 



Application/Control Number: 09/649,195 



Page 5 



Art Unit: 2838 

shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gary L. Laxton whose telephone number is (571) 272- 
2079. The examiner can normally be reached on Monday thru Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Sherry can be reached on (571) 272-2084. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Gafyl. taxton 
Primary Examiner 
Art Unit 2838 



